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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The phrase "wherein at least a portion of a middle layer of the multilayer paper 
which corresponds to a position for embedding the IC chip is formed without attaching a 
sheet of raw material to the portion or discontinuouslv attaching the sheet of raw 
material " in claim 8, lines 1-4 is vague and indefinite since it is unclear whether the 
claim is referring to the method of making the sheet or the sheet and if the language is 
referring to the sheet then it is unclear whether a portion of material is attached to the IC 
chip and which material is the raw material. Furthermore, it is unclear what structural 
limitations are set forth by the "discontinuously attaching" language. The claim is 
substantially unclear. 

Clarification and/or correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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2. Claims 1-7 and 9-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fujiki et al. (WO 03/027950) with evidence by Fujiki et al. (US 2004/0262404) which is 
interpreted as the English language equivalent of Fujiki et al. (WO 03/027950). 

Fujiki ('950) teaches a multilayer tape/sheet with a built-in IC chip used for a 
sheet comprising a tape body with multiple layers including a tape body, with a part or 
all of the IC chip being embedded in the tape body, with the IC chip being fixed to the 
tape body by a resin, which is inserted into the sheet-like material (See FIGs 1-4 and 
paras. 24-26, 56-58 and 97 where embedded non-exposed element #20 can be an IC 
module #30 with IC chip #27 embedded within the multilayer tape/film #1 which is 
formable into a baggage tag #10 containing paper #12, resin adhesive #16, plastic resin 
film #13 and plastic resin protection sheet #17 and the laminate/tape being exposed at 
the outer surfaces/sides.). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fujiki et 
al. (WO 03/027950) with evidence by Fujiki et al. (US 2004/0262404) which is 
interpreted as the English language equivalent of Fujiki et al. (WO 03/027950). 
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Fujiki ('950) teaches the tape/sheet discussed above, however, fails to expressly 
disclose wherein at least a portion of a middle layer of the multilayer paper which 
corresponds to a position for embedding the IC chip is formed without attaching a sheet 
of raw material to the portion or discontinuously attaching the sheet of raw material. 

It is firstly noted as discussed above that this claim it not clear and thus not very 
easy to determine what structural limitations are being set forth. 

However, Fujiki ('950) teaches middle layers #15, #10, #14 and #13 as illustrated 
in FIG-2 that are not directly attached to element #20. Furthermore IC chip #27 is 
separated from the edges of #30 as illustrated in FIG-3 for the purpose of providing a 
baggage tag that is substantially free from the problems associated with printing (See 
Abstract and paras. 57-58.). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time Applicant's invention was made to provide sheets and an IC chip with the 
above configuration in order to provide a baggage tag that is substantially free from the 
problems associated with printing. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brent T. O'Hern whose telephone number is (571)272- 
0496. The examiner can normally be reached on Monday-Thursday, 9:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Tarazano can be reached on (571) 272-1515. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/BTO/ 

Brent T O'Hern 
Examiner, Art Unit 1794 
November 3, 2008 

/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 



